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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114 was filed in this 
application after a decision by the Board of Patent Appeals and Interferences, but 
before the filing of a Notice of Appeal to the Court of Appeals for the Federal Circuit or 
the commencement of a civil action. Since this application is eligible for continued 
examination under 37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the appeal has been withdrawn pursuant to 37 CFR 1.114 and prosecution 
in this application has been reopened pursuant to 37 CFR 1.114. Applicant's 
submission filed on December 10, 2008 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 8 and 21-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Truckai et al (6,770,072) in view of the teaching of Yates et al 
(5,810,811). 

Truckai et al disclose a tissue or vessel sealing instrument comprising a housing 
(not shown) having a shaft (102 - Figure 2) attached thereto and defining a longitudinal 
axis (107). An end effector assembly is attached to the distal end of the shaft and 
includes first (105a) and second (105B) jaw members attached to the shaft and made 
from a substantially rigid material. The embodiment of Figures 19A and 19B shows a 
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jaw formation (only the bottom jaw is shown) that includes a rigid material (705A) 
forming the jaw, and an elastomeric material (726) disposed on the inner surface of the 
jaw member for contact with tissue. Associated with the elastomeric material, and 
imbedded therein, are electrodes (730) having a planar tissue contact surface disposed 
transverse to the longitudinal axis (735) of the jaw. The elastomeric materials is a 
silicone polymer (col. 16, lines 45-54) as disclosed and claimed by applicant, and would 
inherently, or at least obviously, have the same properties of compression. Truckai et al 
also teach that the upper jaw would have the same or similar construction (col. 16, lines 
45-48). The only feature not expressly disclosed by Truckai et al is the offsetting of the 
electrodes when the jaws are closed on tissue. 

Yates et al disclose another tissue grasping and sealing device and provide a 
variety of different electrode configurations for treating tissue. In particular, Figures 1 7 
and 18 show an embodiment where it is preferable to provide the electrode members 
offset along the length of the jaw members to provide a current flow that is coplanar with 
the jaw contacting surfaces. 

To have provided the Truckai et al sealing device with electrodes offset laterally 
and/or lengthwise along the length of the jaw member to provide an energy that flows 
coplanar with the tissue contacting surface would have been an obvious design 
modification for one of ordinary skill in the art since Yates et al fairly teaches it is known 
to provide such an arrangement of electrodes on an analogous sealing device. 
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Regarding claim 2, Truckai et al fully disclose the use of silicone and silicone 
polymers as asserted above, and the use of any other reasonable substitute is deemed 
an obvious design consideration. 

Regarding claim 3, the particular offset distance is also deemed to be an obvious 
design consideration. Yates et al fail to disclose the specific offset distances, but the 
examiner maintains that one of ordinary skill in the art would be fully capable, without 
undue experimentation, of determining optimal spacings for a desired effect. Moreover, 
applicant's specification is void of any criticality of unexpected result associated with the 
particular spacing. 

Regarding claim 8, the use of similar materials in Truckai et al are deemed to 
provide a comparable CTI as that set forth in this claim. Moreover, the specific material 
used and the CTI achieved is deemed a matter of obvious design choice, particularly 
since applicant's specification again fails to provide any criticality or unexpected result 
associated with this parameter. 

Regarding claims 21 and 23-25, see rejection of claim 1 above. Further, Figures 
19A and 19B clearly show the elastomeric material encompassing the electrode leaving 
only an exposed electrode surface flush with the elastomeric material (as shown in 
applicant's figures). 

Regarding claims 22, 26 and 27, again see the rejection of claim 1 . The 
examiner maintains that the provided offset electrodes are inherently configured to 
result in a uniform temperature distribution. It is further noted that the Truckai et al 
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disclose is particularly directed towards providing a uniform temperature along the jaw 
surfaces. 

Claims 1-5, 7, 8 and 21-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yates et al ('81 1 ) in view of the teaching of Phan (6,932,81 6). 

Yates et al disclose a device for sealing vessels comprising a housing (16) 
having a shaft (30) attached thereto and defining a longitudinal axis. An end effector 
comprising first (32) and second) (34) jaws is attached to the distal end of the shaft and 
the jaws are movable relative to each other. Each jaw member includes electrodes 
having planar contact surfaces that are offset with respect to each other transverse to 
the longitudinal axis of the shaft (see Figures 17 and 18. The feature not expressly 
taught by Yates et al is the provision of an elastomeric material surrounding the 
electrodes. 

Phan discloses another device having jaw members for grasping tissue. In 
particular, Phan teach that it is advantageous to provide the jaw member with an 
elastomeric material (106) made from silicone or silicone polymers (col. 6, lines 32-35). 
The material of Phan is deemed to inherently, or at least obviously, have the same 
compression properties as applicant's elastomeric material since it is made from similar 
materials. Moreover, applicant's specification fails to provide any criticality or 
unexpected result for the particular compression characteristics. 

To have provided the Yates et al jaws with an elastomeric material surrounding 
the electrodes to provide a more flexible contact surface for the jaw members would 
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have been an obvious modification for one of ordinary skill in the art since Phan teaches 
of the advantages of an electrode embedded in such an elastomeric material for the 
same purpose in an analogous tissue sealing device. 

Regarding claim 2, Phan disclose the use of similar materials, and the use of any 
other reasonable substitute is deemed an obvious design consideration. 

Regarding claim 3, the particular offset distance is also deemed to be an obvious 
design consideration. Yates et al fail to disclose the specific offset distances, but the 
examiner maintains that one of ordinary skill in the art would be fully capable, without 
undue experimentation, of determining optimal spacings for a desired effect. Moreover, 
applicant's specification is void of any criticality of unexpected result associated with the 
particular spacing. 

Regarding claims 4, 5 and 7, Phan et al fairly disclose the use of temperature 
sensors (146) for providing feedback information to control energy delivery (col. 10, line 
54 to col. 1 1 , line 20). Phan also discloses the means for selecting a desired electrode 
for activation based on sensed impedance or temperature (col. 1 1 , lines 21-49). 

Regarding claim 8, the use of similar materials in Phan is deemed to provide a 
comparable CTI as that set forth in this claim. Moreover, the specific material used and 
the CTI achieved is deemed a matter of obvious design choice, particularly since 
applicant's specification again fails to provide any criticality or unexpected result 
associated with this parameter. 

Regarding claims 21 and 23-25, see rejection of claim 1 above. Further, Figure 8 
of Phan clearly shows the elastomeric material encompassing the electrode leaving only 
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an exposed electrode surface for contact with tissue. One of ordinary skill in the art 
would obviously be capable of using a similar arrangement surrounding the planar 
electrodes of Yates et al. 

Regarding claims 22, 26 and 27, again see the rejection of claim 1 . The 
examiner maintains that the provided offset electrodes are inherently configured to 
result in a uniform temperature distribution. It is further noted that the Phan fairly 
teaches providing one or more temperature sensors on the jaw members for 
maintaining a desired temperature distribution along the jaw members. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Baker (6,1 13,598) discloses another clamping device that 
provides an elastomeric material supporting an electrode on a jaw to provide better 
compression characteristics for the jaw members. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 7am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael Peffley/ 

Primary Examiner, Art Unit 3739 

/mp/ 

February 20, 2009 


